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REMARKS/ARGUMENTS 

Claims 1-5, 7-8, 10-12, 15, and 49-52 were pending. Claims 1, 10, 11, 12, and 49 have 
been amended. New claims 53-55 have been added. No new matter has been presented by the 
amendments to the claims or the new claims. 

In the Office Action, the Examiner rejected claims 1-5, 7-8, 10-12, 15, and 49-52 under 
the judicially created doctrine of obviousness type double patenting as being unpatentable over 
claims 1-21 of United States Patent Number 6,221,074. To the extent the rejection applies to the 
amended claims, Applicants respectfully traverse the rejection. \ 

Applicants are filing herewith a terminal disclaimer, disclaiming the terminal portion of 
any patent that issues from this application beyond the term of United States Patent Number 
6,221,074. Applicants respectfully request that the Examiner withdraw the rejection to claims 1- 
5,7-8, 10-12, 15, and 49-52. 

In the Office Action, the Examiner rejected claims 1-5, 7-8, 10-12, 15, and 49-52 under 
35 U.S.C. Section 112, second paragraph, as being indefinite for failing to particular point out 
and distinctly claim the subject matter which applicant regards as the invention. To the extent 
the rejection applies to the amended claims, Applicants respectfully traverse the rejection. 

Applicants have amended claim 1, line 8 to provide antecedent basis for the term "the 
longitudinal axis." Applicants have amended claim 1, line 10 by changing "said opening" to 
"said longitudinal opening," as the Examiner suggested. Applicants have amended claim 49 to 
provide antecedent basis for "said slot" and to clarify the meaning of lines 2-3. 

Applicants respectfully request that the Examiner withdraw the rejection to claims 1-5,7- 
8, 10-12, 15, and 49-52. 

In the Office Action, the Examiner rejected claims 1, 2, 4, 10, and 49 under 35 U.S.C. 
Section 102(b) as being anticipated by Durham (United States Patent Number 5,032,125). To 
the extent the rejection applies to the amended claims, Applicants respectfully traverse the 
rejection. 
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Applicants respectfully submit that independent claim 1 recites the limitations of "a first 
intersecting transverse opening, said first transverse opening having an upper surface and a lower 
surface, and a second intersecting transverse opening, said second transverse opening having an 
upper surface and a lower surface." Applicants respectfully submit that Durham does not teach 
or suggest the desirability of the recited limitations. 

Applicants respectfully submit that dependent claims 2, 4, and 10 are allowable for at 
least the same reasons as independent allowable claim 1 from which they depend. 

Applicants respectfully submit that independent claim 49 recites the limitations of "a 
positioning device disposed in said longitudinal passage, the position of said device being 
adjustable along the longitudinal axis of said nail to move said bone engaging member passing 
through said transverse opening and compress or distract said bone fracture." Applicants 
respectfully submit that Durham does not teach or suggest the desirability of the recited 
limitations. 

Applicants respectfully request that the Examiner withdraw the rejection to claims 1, 2, 4, 
10, and 49. 

In the Office Action, the Examiner rejected claims 11, 12, and 15 under 35 U.S.C. 
Section 103(a) as being anticipated by Durham (United States Patent Number 5,032,125) in 
view of Khn (United States Patent Number 5,743,908). To the extent the rejection applies to the 
amended claims, Applicants respectfully traverse the rejection. 

Applicants respectfully submit that Kim does not remedy the defects of Durham 
discussed above regarding allowable independent claim 1, from which rejected claims 11,12, 
and 15 depend. Applicants respectfully submit that rejected claims 11, 12, and 15 are allowable 
for at least the same reasons as independent claim 1, discussed above. 

Applicants respectfully request that the Examiner withdraw the rejection to claims 11,12, 

and 15. 
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It is believed that the claims are now in condition for allowance and a Notice of 
Allowance is hereby respectfully requested. The undersigned would welcome an interview to 
discuss any issues which may remain. 
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Date:_ 

HAYNES AND BOONE, LLP 
901 Main Street, Suite 3100 
Dallas, Texas 75202-3789 
Telephone: 972-680-7557 
Facsimile: 972-692-9057 
File: 31181.26 
H-464659 1 



Respectfully submitted, 




William E. Hickman 
Reg. No. 46,771 



EXPRESS MAIL NO.: £T ^310 3ll <b 1 UJ 
DATE OF DEPOSIT: ^ 



This paper and fee are being deposited with the US. Postal Service Express 
Mail Post Office to Addressee service under 37 CFR § 1 .10 on the date 
indicated above and is addressed to Mail Stop Fee Amendment, Commissioner 
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
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